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DETAILED ACTION 

Continued Examination Under 37 CFR LI 14 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on 12/28/2006 has been entered. It is noted that the 
amendments (including the specification amendments) filed on 10/30/2006 have not been 
entered as indicated in the advisory action mailed on 1 1/15/2006. If the applicant desires the 
specification amendments be entered, the applicant should resubmit the amendments with the 
next response. 

Claim Rejections - 35 USC §102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

3. Claims 1 and 4 are rejected under 35 U.S.C. 102(b) as being anticipated by USPN 
2,073,933 to Herbst. 
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Regarding claims 1 and 4, Herbst discloses a coaxial conductive yarn structure 
comprising a first conductive yarn (5) extending in a first direction and having a plurality of first 
conductive strands being twisted together, a second conductive yarn (6) having a plurality of 
second conductive strands being twisted together, the second conductive yarn being wrapped 
around the first conductive yarn in a second direction transverse to the first direction and 
covering the first conductive yarn, and at least one insulating layer (20 and/or 23) for electrically 
isolating the first and second conductive yarns from each other (see entire document including 
column 2, lines 3-22 and Figure 2). 

Regarding the second conductive yarn being wrapped around the first conductive yarn 
during a weaving process, it is the examiner's position that the article of the applied prior art is 
identical to or only slightly different than the claimed article. Even though product-by-process 
claims are limited by and defined by the process, determination of patentability is based on the 
product itself. The patentability of a product does not depend on its method of production. If the 
product in the product-by-process claim is the same as or obvious from a product of the prior art, 
the claim is unpatentable even though the prior product was made by a different process. In re 
Thorpe, 227 USPQ 964, 966 (Fed. Cir. 1985). The burden has been shifted to the applicant to 
show an unobvious difference between the claimed product and the prior art product. In re 
Marosi, 218 USPQ 289 (Fed. Cir. 1983). The applied prior art either anticipated or strongly 
suggested the claimed subject matter. It is noted that if the applicant intends to rely on Examples 
in the specification or in a submitted declaration to show non-obviousness, the applicant should 
clearly state how the Examples of the present invention are commensurate in scope with the 
claims and how the Comparative Examples are commensurate in scope with the applied prior art. 
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Regarding the first (5) and second (6) conductive yarns exhibiting at least one of 
sufficient flexibility, conformability, resiliency, bending characteristics, and recovery for 
incorporation in a wearable garment, considering that Figure 2 illustrates the yarns as flexible, 
and considering that the yarns are substantially identical to the yarns disclosed in the current 
specification (small diameter twisted metal strands), it appears that the first and second yarns 
inherently possess at least one, if not all, of the claimed properties. 

The Patent and Trademark Office can require applicants to prove that prior art products 
do not necessarily or inherently possess characteristics of claimed products where claimed and 
prior art products are identical or substantially identical, or are produced by identical or 
substantially identical processes; burden of proof is on applicants where rejection based on 
inherency under 35 U.S.C. § 102 or on prima facie obviousness under 35 U.S.C. § 103, jointly 
or alternatively, and Patent and Trademark Office's inability to manufacture products or to 
obtain and compare prior art products evidences fairness of this rejection, In re Best, Bolton, and 
Shaw, 195 USPQ 431 (CCPA 1977). 

Regarding claim 4, Herbst discloses that the insulating layer may be substantially 
uniform in thickness (Figure 2). 

4. Claims 1 and 4 are rejected under 35 U.S.C. 102(b) as being anticipated by USPN 
1,745,096 to Jayne. 

Regarding claims 1 and 4, Jayne discloses a coaxial conductive yarn structure comprising 
a first conductive yarn (see Figure 3) extending in a first direction and having a plurality of first 
conductive strands (1,1' and 3) being twisted together, a second conductive yarn (4) having a 
plurality of second conductive strands being twisted together, the second conductive yarn being 
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wrapped around the first conductive yarn in a second direction transverse to the first direction 
and covering the first conductive yarn, and at least one insulating layer (see coatings on 4, 1 , V 
and 3) for electrically isolating the first and second conductive yarns from each other (see entire 
document including page 2, column 1, lines 34-51 and the paragraph bridging pages 2 and 3). 

Regarding the second conductive yarn being wrapped around the first conductive yarn 
during a weaving process, it is the examiner's position that the article of the applied prior art is 
identical to or only slightly different than the claimed article. Even though product-by-process 
claims are limited by and defined by the process, determination of patentability is based on the 
product itself. The patentability of a product does not depend on its method of production. 

Regarding the first (5) and second (6) conductive yarns exhibiting at least one of 
sufficient flexibility, conformability, resiliency, bending characteristics, and recovery for 
incorporation in a wearable garment, considering that Figure 3 illustrates the yarns as flexible, 
and considering that the yarns are substantially identical to the yarns disclosed in the current 
specification (small diameter twisted metal strands), it appears that the first and second yarns 
inherently possess at least one, if not all, of the claimed properties. 

Regarding claim 4, Jayne discloses that the insulating layer may be substantially uniform 
in thickness (Figure 3). 



Application/Control Number: 1 0/609,074 Page 6 

Art Unit: 1771 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are . 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claims 1, 4, 97 and 98 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
USPN 2,073,933 to Herbst in view of anyone of USPN 3,277,564 to Webber et al. (hereinafter 
referred to as Webber), USPN 4,931,616 to Usui et al. (hereinafter referred to as Usui), or USPN 
4,590,120 to Klein. 

Regarding claims 1, 4, 97 and 98, Herbst discloses a coaxial conductive yarn structure 
comprising a first conductive yarn (5) extending in a first direction and having a plurality of first 
conductive strands being twisted together, a second conductive yarn (6) having a plurality of 
second conductive strands being twisted together, the second conductive yarn being wrapped 
around the first conductive yarn in a second direction transverse to the first direction and 
covering the first conductive yarn, and at least one insulating layer (20 and/or 23) for electrically 
isolating the first and second conductive yarns from each other (see entire document including 
column 2, lines 3-22 and Figure 2). 

Regarding the second conductive yarn being wrapped around the first conductive yarn 
during a weaving process, it is the examiner's position that the article of the applied prior art is 
identical to or only slightly different than the claimed article. Even though product-by-process 
claims are limited by and defined by the process, determination of patentability is based on the 
product itself. The patentability of a product does not depend on its method of production. 
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Herbst is silent with regards to specific strand (monofilament yarn) diameters, therefore, 
it would have been necessary and thus obvious to look to the prior art for conventional 
diameters. Webber, Usui and Klein each provide this conventional teaching showing that it is 
known in the electric wire art to use metallic strands having a diameter of 20 microns or less (see 
entire documents including column 1, lines 14-58 of Webber, column 1, lines 7-44 of Usui and 
the paragraph bridging columns 1 and 2 of Klein). Therefore, it would have been obvious to one 
having ordinary skill in the art at the time the invention was made to make the diameter of the 
strand (monofilament yarn) less than 20 microns, motivated by the expectation of successfully 
practicing the invention of Herbst and because it is understood by one of ordinary skill in the art 
that the strand diameter determines properties such as flexibility and conductivity and because it 
has been held that discovering an optimum value of a result effective variable involves only 
routine skill in the art. 

Regarding the first (5) and second (6) conductive yarns exhibiting at least one of 
sufficient flexibility, conformability, resiliency, bending characteristics, and recovery for 
incorporation in a wearable garment, considering that Figure 2 illustrates the yarns as flexible, 
and considering that the yarns are substantially identical to the yarns disclosed in the current 
specification (small diameter twisted metal strands), it appears that the first and second yarns 
inherently possess at least one, if not all, of the claimed properties. 

Regarding claim 4, Herbst discloses that the insulating layer may be substantially 
uniform in thickness (Figure 2). 
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7. Claims 1, 4, 97 and 98 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
USPN 1,745,096 to Jayne in view of anyone of USPN 3,277,564 to Webber, USPN 4,931,616 to 
Usui, or USPN 4,590,120 to Klein. 

Regarding claims 1, 4, 97 and 98, Jayne discloses a coaxial conductive yarn structure 
comprising a first conductive yarn (see Figure 3) extending in a first direction and having a 
plurality of first conductive strands (1,1' and 3) being twisted together, a second conductive 
yarn (4) having a plurality of second conductive strands being twisted together, the second 
conductive yarn being wrapped around the first conductive yarn in a second direction transverse 
to the first direction and covering the first conductive yarn, and at least one insulating layer (see 
coatings on 4, 1, 1' and 3) for electrically isolating the first and second conductive yarns from 
each other (see entire document including page 2, column 1, lines 34-51 and the paragraph 
bridging pages 2 and 3). 

Regarding the second conductive yarn being wrapped around the first conductive yarn 
during a weaving process, it is the examiner's position that the article of the applied prior art is 
identical to or only slightly different than the claimed article. Even though product-by-process 
claims are limited by and defined by the process, determination of patentability is based on the 
product itself. The patentability of a product does not depend on its method of production. 

Jayne is silent with regards to specific strand (monofilament yarn) diameters, therefore, it 
would have been necessary and thus obvious to look to the prior art for conventional diameters. 
Webber, Usui and Klein each provide this conventional teaching showing that it is known in the 
electric wire art to use metallic strands having a diameter of 20 microns or less (see entire 
documents including column 1, lines 14-58 of Webber, column 1, lines 7-44 of Usui and the 
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paragraph bridging columns 1 and 2 of Klein). Therefore, it would have been obvious to one 
having ordinary skill in the art at the time the invention was made to make the diameter of the 
strand (monofilament yarn) less than 20 microns, motivated by the expectation of successfully 
practicing the invention of Jayne and because it is understood by one of ordinary skill in the art 
that the strand diameter determines properties such as flexibility and conductivity and because it 
has been held that discovering an optimum value of a result effective variable involves only 
routine skill in the art. 

Regarding the first (5) and second (6) conductive yarns exhibiting at least one of 
sufficient flexibility, conformability, resiliency, bending characteristics, and recovery for 
incorporation in a wearable garment, considering that Figure 3 illustrates the yarns as flexible, 
and considering that the yarns are substantially identical to the yarns disclosed in the current 
specification (small diameter twisted metal strands), it appears that the first and second yarns 
inherently possess at least one, if not all, of the claimed properties. 

Regarding claim 4, Jayne discloses that the insulating layer may be substantially uniform 
in thickness (Figure 3). 

8. Claims 2 and 3 are rejected under 35 U.S.C. 103(a) as being unpatentable over USPN 
2,073,933 to Herbst as applied to claims 1 and 4 above, and further in view of USPN 3,795,760 
to Raw et al. (hereinafter referred to as Raw). 

Regarding claim 2, Herbst discloses that the first and second strands are conductive, but 
Herbst does not mention any specific materials. Herbst is silent with regards to specific 
materials, therefore, it would have been necessary and thus obvious to look to the prior art for 
conventional materials. Raw provides this conventional teaching showing that it is known in the 
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radio frequency cable art (column 1, lines 6-17) to use metal or an alloy as a conductor (see 
entire document including column 1, lines 18-55). Therefore, it would have been obvious to one 
having ordinary skill in the art at the time the invention was made to make the conductors from 
metal or an alloy motivated by the expectation of successfully practicing the invention of Herbst. 

Regarding claim 3, Herbst is silent with regards to specific insulating materials, therefore, 
it would have been necessary and thus obvious to look to the prior art for conventional materials. 
Raw provides this conventional teaching showing that it is known in the radio frequency cable 
art (column 1, lines 6-17) to use insulating materials such as PVC, rubber, or the like (column 3, 
lines 24-68). Therefore, it would have been obvious to one having ordinary skill in the art at the 
time the invention was made to make the insulating material from PVC, rubber, or the like 
motivated by the expectation of successfully practicing the invention of Herbst. 
9. Claims 2 and 3 are rejected under 35 U.S.C. 103(a) as being unpatentable over USPN 
2,073,933 to Herbst in view of anyone of USPN 3,277,564 to Webber, USPN 4,931,616 to Usui, 
or USPN 4,590,120 to Klein as applied to claims 1, 4, 97 and 98 above, and further in view of 
USPN 3,795,760 to Raw. 

Regarding claim 2, Herbst discloses that the first and second strands are conductive, but 
Herbst does not mention any specific materials. Herbst is silent with regards to specific 
materials, therefore, it would have been necessary and thus obvious to look to the prior art for 
conventional materials. Raw provides this conventional teaching showing that it is known in the 
radio frequency cable art (column 1, lines 6-17) to use metal or an alloy as a conductor (see 
entire document including column 1, lines 18-55). Therefore, it would have been obvious to one 
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having ordinary skill in the art at the time the invention was made to make the conductors from 
metal or an alloy motivated by the expectation of successfully practicing the invention of Herbst 
Regarding claim 3, Herbst is silent with regards to specific insulating materials, therefore, 
it would have been necessary and thus obvious to look to the prior art for conventional materials. 
Raw provides this conventional teaching showing that it is known in the radio frequency cable 
art (column 1, lines 6-17) to use insulating materials such as PVC, rubber, or the like (column 3, 
lines 24-68). Therefore, it would have been obvious to one having ordinary skill in the art at the 
time the invention was made to make the insulating material from PVC, rubber, or the like 
motivated by the expectation of successfully practicing the invention of Herbst. 
10. Claims 2 and 3 are rejected under 35 U.S.C. 103(a) as being unpatentable over USPN 
1,745,096 to Jayne as applied to claims 1 and 4 above, and further in view of USPN 3,795,760 to 
Raw. 

Regarding claim 2, Jayne discloses that the first and second strands are conductive, but 
Jayne does not mention any specific materials. Jayne is silent, with regards to specific materials, 
therefore, it would have been necessary and thus obvious to look to the prior art for conventional 
materials. Raw provides this conventional teaching showing that it is known in the radio 
frequency cable art (column 1, lines 6-17) to use metal or an alloy as a conductor (see entire 
document including column 1, lines 18-55). Therefore, it would have been obvious to one 
having ordinary skill in the art at the time the invention was made to make the conductors from 
metal or an alloy motivated by the expectation of successfully practicing the invention of Jayne. 

Regarding claim 3, Jayne is silent with regards to specific insulating materials, therefore, 
it would have been necessary and thus obvious to look to the prior art for conventional materials. 
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Raw provides this conventional teaching showing that it is known in the radio frequency cable 
art (column 1, lines 6-17) to use insulating materials such as PVC, rubber, or the like (column 3, 
lines 24-68). Therefore, it would have been obvious to one having ordinary skill in the art at the 
time the invention was made to make the insulating material from PVC, rubber, or the like 
motivated by the expectation of successfully practicing the invention of Jayne. 
11. Claims 2 and 3 are rejected under 35 U.S.C. 103(a) as being unpatentable over USPN 
1,745,096 to Jayne in view of anyone of USPN 3,277,564 to Webber, USPN 4,931,616 to Usui, 
or USPN 4,590,120 to Klein as applied to claims 1, 4, 97 and 98 above, and further in view of 
USPN 3,795,760 to Raw. 

Regarding claim 2, Jayne discloses that the first and second strands are conductive, but 
Jayne does not mention any specific materials. Jayne is silent with regards to specific materials, 
therefore, it would have been necessary and thus obvious to look to the prior art for conventional 
materials. Raw provides this conventional teaching showing that it is known in the radio 
frequency cable art (column 1, lines 6-17) to use metal or an alloy as a conductor (see entire 
document including column 1, lines 18-55). Therefore, it would have been obvious to one 
having ordinary skill in the art at the time the invention was made to make the conductors from 
metal or an alloy motivated by the expectation of successfully practicing the invention of Jayne. 

Regarding claim 3, Jayne is silent with regards to specific insulating materials, therefore, 
it would have been necessary and thus obvious to look to the prior art for conventional materials. 
Raw provides this conventional teaching showing that it is known in the radio frequency cable 
art (column 1, lines 6-17) to use insulating materials such as PVC, rubber, or the like (column 3, 
lines 24-68). Therefore, it would have been obvious to one having ordinary skill in the art at the 
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time the invention was made to make the insulating material from PVC, rubber, or the like 
motivated by the expectation of successfully practicing the invention of Jayne. 
12. Claims 10-12, 15-21, 99 and 108 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over USPN 5,906,004 to Lebby et al. (hereinafter referred to as Lebby) in view of 
USPN 2,073,933 to Herbst in view of USPN 4,552,989 to Sass. 

Regarding claims 10-12, 15-21, 99 and 108, Lebby discloses a woven textile fabric that 
may be used to interconnect portable electronics (AC source) or serve as an antenna for signals 
(column 2, lines 25-39), comprising conductive fibers running in parallel direction (see entire 
document including column 3, lines 37-62). Lebby discloses that the fibers may be any 
conductive fiber that is capable of transmitting a current (paragraph bridging columns 5 and 6), 
but Lebby does not specifically mention the claimed conductive yarn structure. 

Herbst discloses a coaxial conductive yarn structure comprising a first conductive yarn 
(5) extending in a first direction and having a plurality of first conductive strands being twisted 
together, a second conductive yarn (6) having a plurality of second conductive strands being 
twisted together, the second conductive yarn being wrapped around the first conductive yarn in a 
second direction transverse to the first direction and substantially covering the first conductive 
yarn, and at least one insulating layer (20 and/or 23) for electrically isolating the first and second 
conductive yarns from each other (see entire document including column 2, lines 3-22 and 
Figure 2). Absent a showing of unexpected results, it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to make the conductive fibers of 
Lebby in any known conductive fiber structure, such as the conductive yarn structure taught by 
Herbst, because Herbst discloses that the cable is capable of distributing current and because it 
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has been held to be within the general skill of a worker in the art to select a known material on 
the basis of its suitability. 

Herbst discloses that the inner conductor (5) may be connected to ground while the outer 
conductor (6) receives the high potential (page 1, column 2, lines 10-37), but Herbst does not 
specifically mention connecting the inner conductor (5) to the higher potential while connecting 
the outer conductor (6) to ground. Sass discloses that it is known in the art to connect the outer 
conductor of a coaxial structure to ground while connecting the inner conductor to the higher 
potential (se entire document including the paragraph bridging columns 2 and 3). Absent a 
showing of unexpected results, it would have been obvious to one having ordinary skill in the art 
at the time the invention was made to connect a ground to either of the two conductors, because 
both conductors are capable of carrying a current and because it is within the general skill of a 
worker in the art to select a ground wire on the basis of its suitability. 

Regarding the claimed blocking of electromagnetic fields, considering the substantially 
identical woven electrical network taught by the applied prior art, compared to the claimed 
woven electrical network, it appears that the property would be inherent. 

Regarding claims 1 1 and 12, Herbst discloses that inner and outer conductive yarns each 
include a plurality of conductive twisted strands (see Figure 2 and page 2, column 1, lines 3-22). 

Regarding claim 15, Herbst discloses that the insulating layer may be substantially 
uniform in thickness (see Figure 3). 

Regarding claims 16 and 17, Lebby discloses that the first and second conductive yarns 
are spaced from each other in the fabric by a predetermined distance (column 5, lines 35-60). 
Lebby does not mention specific spacing distances, but Lebby does disclose that spacing of the 
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fibers is dependent on the exact usage (column 5, lines 35-60). It would have been obvious to 
one having ordinary skill in the art at the time the invention was made to vary the distance 
between yarns, as taught by Lebby, because it is understood by one of ordinary skill in the art 
that the distance between fibers determine properties such fabric weight and breathability, and 
because it has been held that discovering an optimum value of a result effective variable involves 
only routine skill in the art. 

Regarding claims 18 and 19, Lebby discloses that a plurality of nonconductive yarns may 
be woven in the fabric (column 3, lines 37-62). 

Regarding claim 19, Lebby does not mention specific non-conductive yarn materials, but 
Lebby does disclose that the non-conductive overcoating for the fibers may comprise a plastic 
material such as polyimide (column 4, lines 8-20). It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to make the non-conducting yarns 
from any suitable non-conductive material, such as polyimide or the like, because it is within the 
general skill of a worker in the art to select a known material on the basis of its suitability. 

Regarding claims 20 and 21, Lebby discloses that the conductive yarns may comprise the 
warp or weft yarns as long as they separated by non-conductive fibers (see column 3, lines 36-62 
and Figures 1 and 3). 

Regarding claim 99, considering that the yarns are substantially identical to the yarns 
disclosed in the current specification (small diameter twisted metal strands), it appears that the 
first and second yarns inherently possess at least one, if not all, of the claimed properties. 

Regarding claim 108, it is the examiner's position that the article of the applied prior art 
is identical to or only slightly different than the claimed article. Even though product-by-process 
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claims are limited by and defined by the process, determination of patentability is based on the 
product itself. The patentability of a product does not depend on its method of production. 
13. Claims 13 and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable over USPN 
5,906,004 to Lebby in view of USPN 2,073,933 to Herbst in view of USPN 4,552,989 to Sass as 
applied to claims 10-12, 15-21, 99 and 108 above, and further in view of USPN 3,795,760 to 
Raw. 

Regarding claim 13, Herbst discloses that the first and second strands are conductive, but 
Herbst does not mention any specific materials. Herbst is silent with regards to specific 
materials, therefore, it would have been necessary and thus obvious to look to the prior art for 
conventional materials. Raw provides this conventional teaching showing that it is known in the 
radio frequency cable art (column 1, lines 6-17) to use metal or an alloy as a conductor (see 
entire document including column 1, lines 18-55). Therefore, it would have been obvious to one 
having ordinary skill in the art at the time the invention was made to make the conductors from 
metal or an alloy motivated by the expectation of successfully practicing the invention of Herbst. 

Regarding claim 14, Herbst is silent with regards to specific insulating materials, 
therefore, it would have been necessary and thus obvious to look to the prior art for conventional 
materials. Raw provides this conventional teaching showing that it is known in the radio 
frequency cable art (column 1, lines 6-17) to use insulating materials such as PVC, rubber, or the 
like (column 3, lines 24-68). Therefore, it would have been obvious to one having ordinary skill 
in the art at the time the invention was made to make the insulating material from PVC, rubber, 
or the like motivated by the expectation of successfully practicing the invention of Herbst. 
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14. Claims 99-101 are rejected under 35 U.S.C. 103(a) as being unpatentable over USPN 
5,906,004 to Lebby in view of USPN 2,073,933 to Herbst in view of USPN 4,552,989 to Sass as 
applied to claims 10-12, 15-21, 99 and 108 above, and further in view of anyone of USPN 
3,277,564 to Webber, USPN 4,931,616 to Usui, or USPN 4,590,120 to Klein. 

Regarding claims 99-101, Herbst is silent with regards to specific strand (monofilament 
yarn) diameters, therefore, it would have been necessary and thus obvious to look to the prior art 
for conventional diameters. Webber, Usui and Klein each provide this conventional teaching 
showing that it is known in the electric wire art to use metallic strands having a diameter of 20 
microns or less (see entire documents including column 1, lines 14-58 of Webber, column 1, 
lines 7-44 of Usui and the paragraph bridging columns 1 and 2 of Klein). Therefore, it would 
have been obvious to one having ordinary skill in the art at the time the invention was made to 
make the diameter of the strand (monofilament yarn) less than 20 microns, motivated by the 
expectation of successfully practicing the invention of Herbst and because it is understood by 
one of ordinary skill in the art that the strand diameter determines properties such as flexibility 
and conductivity and because it has been held that discovering an optimum value of a result 
effective variable involves only routine skill in the art. 

Regarding claim 99, considering that Figure 2 illustrates the yarns as flexible, and 
considering that yarns are substantially identical to the yarns disclosed in the current 
specification (small diameter twisted metal strands), it appears that the first and second yarns 
inherently possess at least one, if not all, of the claimed properties. 
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Response to Arguments 

15. Applicant's arguments filed 12/28/2006 have been fully considered but they are not 
persuasive. 

The applicant asserts that the applied prior art fails to teach or suggest the claimed yarn 
structure because the applied prior art fails to teach or suggest the second conductive yarn being 
wrapped around the first conductive yarn during a weaving process. The examiner respectfully 
disagrees. It is the examiner's position that the article of the applied prior art is identical to or 
only slightly different than the claimed article. Even though product-by-process claims are 
limited by and defined by the process, determination of patentability is based on the product 
itself. The patentability of a product does not depend on its method of production. If the product 
in the product-by-process claim is the same as or obvious from a product of the prior art, the 
claim is unpatentable even though the prior product was made by a different process. In re 
Thorpe, 227 USPQ 964, 966 (Fed. Cir. 1985). The burden has been shifted to the applicant to 
show an unobvious difference between the claimed product and the prior art product. In re 
Marosi, 218 USPQ 289 (Fed. Cir. 1983). The applied prior art either anticipated or strongly 
suggested the claimed subject matter. It is noted that if the applicant intends to rely on Examples 
in the specification or in a submitted declaration to show non-obviousness, the applicant should 
clearly state how the Examples of the present invention are commensurate in scope with the 
claims and how the Comparative Examples are commensurate in scope with the applied prior art. 
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Regarding claim 10, the applicant asserts that there is no motivation to combine the 
references because the resulting conductor would prevent the emanation of an electromagnetic 
field and would effectively prevent the operation of the fabric as an antenna. Applicant's 
argument is not persuasive because Lebby discloses that the woven electrical network may be 
used as an antenna or as a wired interface to a portable electronic device (column 2, lines 25-39). 
Therefore, even assuming arguendo, that the resulting conductor would prevent the emanation of 
an electromagnetic field and would effectively prevent the operation of the fabric as an antenna, 
the woven electrical network may still be used as a wired interface to a portable electronic 
device. 

Regarding claim 10, the applicant asserts that connection to an external device via a 
wired connection would be prevented if the inner conductor is surrounded by an outer conductor. 
The examiner respectfully disagrees. Although the conductive yarn structure may not allow for 
connection to the inner conductor along the yarn length, an external device could be connected to 
the inner conductor at either end of the conductive yarn structure. 

Regarding claim 10, the applicant asserts that the relied upon modification would prevent 
the operation of the transmission line for the purpose stated by Herbst. Applicant's argument is 
not persuasive because the even assuming arguendo, that the relied upon modification would 
prevent the operation of the transmission line for the purpose stated by Herbst, there is still 
motivation to combine the references. In particular, it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to make the conductive fibers of 
Lebby in any known conductive fiber structure, such as the conductive yarn structure taught by 
Herbst, because Herbst discloses that the cable is capable of distributing current and because it 
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has been held to be within the general skill of a worker in the art to select a known material on 
the basis of its suitability. 

Regarding claim 10, the applicant asserts that one of ordinary skill in the art would not 
look to Sass to replace the threads of Lebby. Applicant's argument is not persuasive because 
Sass is not relied upon to replace the threads of Lebby. Rather, Sass is relied upon to disclose 
that it is known in the art to connect the outer conductor of a coaxial structure to ground while 
connecting the inner conductor to the higher potential (se entire document including the 
paragraph bridging columns 2 and 3). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Andrew T. Piziali whose telephone number is (571) 272-1541. 
The examiner can normally be reached on Monday-Friday (8:00-4:30). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Terrel Morris can be reached on (571) 272-1478. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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